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ARGUMENT(S)

REQUEST FOR RECONSIDERATION

     In an Office Action issued April 28, 2015, the Examining

Attorney maintained and made final her requirement that Applicant

disclaim allegedly descriptive matter from its mark INFOR

FACTORY TRACK pursuant to Section 6 of the Lanham Act, 15 U.S.C.

§ 1056. In response, Applicant hereby submits the following in

further support of registration without disclaimer.

I.      NO DISCLAIMER OF “FACTORY TRACK”

     In the Office Action, the Examining Attorney required Applicant

to enter a disclaimer of exclusive rights to the phrase

“FACTORY TRACK” apart from Applicant’s mark as a whole on the basis



that it allegedly “describes a feature or characteristic of the

applicant’s goods and services, namely, the way in which applicant’s

software is used to track efficiencies in factories in the form of

goods and inventory tracking, personnel and equipment.” Based on

Applicant’s previous arguments and evidence, the following

supplemental analysis set forth herein, and additional evidence

submitted herewith, Applicant respectfully, albeit vigorously,

maintains its position that the “FACTORY TRACK” portion of

Applicant’s coined and unique mark INFOR FACTORY TRACK is unitary

and, as used in connection with Applicant’s goods and services, is at

worst suggestive and simply cannot be found to be merely descriptive

of such goods and services. Applicant’s mark is therefore undoubtedly

registrable on the Principal Register without a disclaimer of

“FACTORY TRACK.” Accordingly, Applicant respectfully requests that

the disclaimer requirement be withdrawn and that the subject mark be

approved for publication in its entirety without disclaimer.

A.      “FACTORY TRACK” Is Unitary and Suggestive, Not Merely
Descriptive.                                      

     Contrary to the Examining Attorney’s position, Applicant

emphatically reiterates that, under the appropriate standard set

forth in Applicant’s Response to Office Action submitted March 23,

2015, and as further explained herein, the “FACTORY TRACK” portion of

Applicant’s mark INFOR FACTORY TRACK is not merely descriptive of

Applicant’s goods and services as it by no means immediately

describes or conveys knowledge of a significant feature or

characteristic of Applicant’s software and related services to

relevant consumers. Rather, the wording FACTORY TRACK, as used in

connection with the applied-for goods and services, is a suggestive,

unitary phrase that can be understood only as a unique source



identifier for Applicant and therefore requires no disclaimer.

     Initially, Applicant respectfully maintains its position that

the fusion of “FACTORY” and “TRACK” in Applicant’s mark creates a

novel, suggestive (and thus non-descriptive), unitary phrase that

engenders a distinct commercial impression independent of the

individual words “factory” and “track.” Indeed, the mental effort

that must be employed by consumers to associate the invented phrase

FACTORY TRACK with Applicant’s goods and services exceeds the minimal

degree of imagination, thought, and perception that would be required

to recognize the descriptive nature of the discrete words “factory”

and “track” as used in respect of such goods and services. This is

particularly true here, where Applicant has transformed the verb

“TRACK” in the mark into a noun, thus creating a novel and

distinctive commercial impression. See generally Henry Hitchings,

Those Irritating Verbs-as-Nouns, N.Y. Times, March 30, 2013,

available at <http://opinionator.blogs.nytimes.com/2013/03/30/those-

irritating-verbs-as-nouns/?_r=0>, submitted herewith as Exhibit B

(describing the transmutation undergone when verbs are used as nouns

and the transformative impact such conversion has on readers).

Consequently, the creative use of the verb-turned-noun “track,”

together with the novel union of the words “factory” and “track” in

their unique syntax, necessarily requires some degree of thought and

imagination to surmise the nature of Applicant’s goods and services.

Indeed, the fact that the Examining Attorney had to dissect the

FACTORY TRACK portion of Applicant’s mark into its constituent

elements prior to arriving at her conclusion that the composite is

merely descriptive underscores the suggestive nature of

FACTORY TRACK. While merely descriptive marks (or portions thereof)

immediately describe the goods or services offered thereunder,

suggestive terms require consumers to employ some degree of



imagination, thought, or perception before arriving at a conclusion

as to the nature of the goods or services. This is the hallmark of

suggestive marks.

     Moreover, while the Examining Attorney has proffered as evidence

definitions of the words “factory” and “track” and evidence of third-

party use of those words independently (most of which are non-

trademark usages), the record is significantly devoid of any evidence

of use of the phrase “FACTORY TRACK” (except that of Applicant), let

alone evidence that the novel and unique phrase carries a well-

understood and recognized meaning. While consumers of Applicant’s

goods and services may recognize and understand the individual words

“factory” and “track” and ultimately perceive a suggestive connection

between FACTORY TRACK and the nature of Applicant’s goods and

services, they must first engage in at least a minimal amount of

reasoning to dissect the phrase “FACTORY TRACK” into its constituent

elements, consider the nature and meanings of the individual words

and possible meanings of the composite phrase, and subsequently

develop an understanding of the phrase “FACTORY TRACK” as applied in

the novel context of Applicant’s software and related services,

rendering it impossible immediately to associate FACTORY TRACK with

such goods and services. Indeed, absent prior exposure to

FACTORY TRACK, it is impossible for consumers immediately to

recognize the phrase as a descriptor of such goods and services. At

worst, the phrase “FACTORY TRACK” may be suggestive of Applicant’s

goods and services, but it by no means immediately conveys knowledge

about Applicant’s software and related services; rather, any

association between the phrase “FACTORY TRACK” and Applicant’s goods

and services necessitates more than a minimal degree of imagination,

thought, or perception before achieving the requisite “mental leap.”



     As previously explained, Applicant is not attempting to register

the words “factory” or “track” separately; rather, Applicant seeks

registration of its coined, unitary mark INFOR FACTORY TRACK and the

protections that flow from such registration, including the exclusive

right to use that phrase – FACTORY TRACK – in commerce in connection

with Applicant’s goods and services. Thus, the question in the

subject matter is not whether “factory” and “track” are independently

merely descriptive, but rather whether the phrase “FACTORY TRACK,”

when properly viewed in its entirety, is merely descriptive of

Applicant’s goods and services. Without evidence to support the

Examining Attorney’s disclaimer requirement, the Examining Attorney’s

burden has not been satisfied. Consequently, the disclaimer

requirement cannot be maintained.

     It cannot be overemphasized that there is no such thing as a

“factory track,” as underscored by the dearth of evidence of meaning

of such phrase in the record. Consequently, Applicant’s unusual and

novel combination of the words “FACTORY” and “TRACK” creates an

inherently distinctive commercial impression that surpasses the

respective meanings of the mark’s individual components. The

trademark significance of INFOR FACTORY TRACK is thus not derived

from the individual meanings of “factory” and “track,” but rather

from the overall suggestive commercial impression engendered by

Applicant’s mark as a whole. Indeed, in the subject case, the whole

is undoubtedly greater than the sum of its parts. Thus, the unitary

mark INFOR FACTORY TRACK is unquestionably a distinguishing mark, no

component of which requires a disclaimer.

     As the foregoing demonstrates, the FACTORY TRACK portion of

Applicant’s novel and unique mark INFOR FACTORY TRACK precludes any

possibility of immediate conveyance to consumers of the nature of

Applicant’s goods and services. Consequently, the unitary phrase



FACTORY TRACK fails to meet the threshold legal standard for mere

descriptiveness, rendering the subject disclaimer requirement

untenable. Indeed, a disclaimer requirement based on a phrase that

did not exist until its recent coinage by Applicant simply cannot

stand. Applicant’s mark INFOR FACTORY TRACK thus can only be

understood as a unique source identifier for Applicant’s goods and

services and is therefore unequivocally registrable on the Principal

Register in its entirety, without disclaimer. Accordingly, because

FACTORY TRACK is unitary and suggestive, Applicant respectfully

reiterates its request that the subject disclaimer requirement be

withdrawn and that Applicant’s mark be approved for publication in

its entirety without disclaimer of FACTORY TRACK.

B.      Past P.T.O. Determinations Favor Registration Without
Disclaimer.                                       

     Furthermore, Applicant reiterates that directly analogous third-

party marks registered on the Principal Register further underscore

Applicant’s position against descriptiveness of “FACTORY TRACK,”

including without limitation the numerous registrations attached as

Exhibit A to Applicant’s Response to Office Action submitted

March 23, 2015, as well as the additional third-party registrations

submitted herewith as Exhibit C. Like Applicant’s mark, these

registrations feature marks containing the words “FACTORY” or “TRACK”

for identical or highly similar goods and/or services for which no

disclaimer of such word was required. Given that the P.T.O. has

permitted registration of the foregoing analogous marks on the

Principal Register without disclaimer of “FACTORY” or “TRACK” (or a

claim of acquired distinctiveness), Applicant’s mark INFOR

FACTORY TRACK is as deserving, if not more so, of registration

without disclaimer. Indeed, while Applicant recognizes that each case



must be decided based on the evidence before the Trademark Office,

the P.T.O. has always maintained that consistency in examination is

an important, if not crucial, role of the Trademark Office. See In re

Litehouse Inc., 82 U.S.P.Q.2d 1471 (T.T.A.B. 2007) (Court encourages

the P.T.O. to achieve a uniform standard for assessing registrability

of marks); In re Rodale Inc., 80 U.S.P.Q.2d 1696, 1700 (T.T.A.B.

2006) (Board recognized that consistency in examination is a goal of

the Trademark Office); In re Finisair Corp., 78 U.S.P.Q.2d 1618, 1621

(T.T.A.B. 2006) (Board recognized that uniform treatment during

examination is a goal of the P.T.O.). Thus, to ensure consistent

treatment between the subject mark and the above-mentioned analogous

registrations in which “FACTORY” and “TRACK” were deemed not

descriptive, Applicant respectfully reiterates its request that the

Examining Attorney withdraw the subject disclaimer requirement and

approve Applicant’s mark for publication without disclaimer.

     Finally, contrary to the Examining Attorney’s position, the fact

that there exist third-party registrations for allegedly similar

software in which the terms FACTORY or TRACK are disclaimed or that

are registered on the Supplemental Register does not compel the

conclusion that “FACTORY TRACK” is merely descriptive of Applicant’s

goods and services. Indeed, there are many reasons why marks are

registered with disclaimers, on the Supplemental Register, or

pursuant to Section 2(f). As the Board explained in In re Serv-A-

Portion Inc.:
[Third-party registrations] have no probative value for the
purpose urged by the Examining Attorney . . ., i.e. to
support his contention that these registrations reflect an
office policy as to the nonregistrability of such marks on
the Principal Register. The owners of the Supplemental
Register registrations may have requested registration on
that register merely to secure issuance of the United
States registration more quickly, in order to use them in
support of applications to register the marks in foreign



countries which require as a condition that an applicant
prove prior registration in its country of origin. As for
the disclaimer in the Principal Register registration of
“Bake N Serv,” we do not know whether that registrant
contested the disclaimer requirement or acquiesced in it.

1 U.S.P.Q.2d 1915, 1915-16 (T.T.A.B. 1986) (internal citation

omitted).

     Moreover, the Examining Attorney failed to give due

consideration to the numerous third-party registrations on the

Principal Register proffered by Applicant for marks containing the

terms FACTORY or TRACK without disclaimer thereof for goods and/or

services that are identical or highly similar to those of Applicant.

To the extent that the third-party registrations made of record by

the Examining Attorney have any probative value on the issue of

descriptiveness of “FACTORY TRACK,” Applicant has clearly rebutted

such registrations.

C.      All Doubts Concerning Registration Should Be Resolved in
Applicant’s Favor.                                

     Finally, as underscored in Applicant’s Response to Office Action

submitted March 23, 2015, Applicant reiterates that, where there is

doubt as to whether a mark or portion thereof is merely descriptive,

the clear weight of authority is to resolve such doubt in favor of

the applicant and to publish the mark for opposition. See, e.g.,

In re Merrill Lynch, Pierce, Fenner, & Smith Inc., 828 F.2d 1567,

1571, 4 U.S.P.Q.2d 1141, 1144 (Fed. Cir. 1987) (“It is incumbent on

the Board to balance the evidence of public understanding of the mark

against the degree of descriptiveness encumbering the mark, and to

resolve reasonable doubt in favor of the applicant, in accordance

with practice and precedent.”); In re Aid Labs., Inc., 221 U.S.P.Q.

1215, 1216 (T.T.A.B. 1983) (“Where there is doubt on the matter, the



doubt should be resolved in applicant’s behalf and the mark should be

published in accordance with Section 12(c) of the [Lanham] Statute

for purposes of opposition.”); In re Entenmann’s Inc., 15 U.S.P.Q.2d

1750, 1751 n.2 (T.T.A.B. 1990) (“[I]n ex parte cases involving a

refusal to register on the basis of mere descriptiveness, it is the

practice of this Board to resolve doubts in the favor of the

applicant and pass the mark to publication.”). After all, “any person

who believes that he would be damaged by the registration will have

an opportunity . . . to oppose the registration of the mark and to

present evidence. . . .” In re Gourmet Bakers, Inc., 173 U.S.P.Q.

565, 565 (T.T.A.B. 1972); see also In re The Gracious Lady Serv.,

Inc., 175 U.S.P.Q. 380, 382 (T.T.A.B. 1972) (“It is recognized that

there is a large gray area in determining the descriptiveness of a

mark, and where reasonable men may differ, it has been the practice

to resolve such doubt in an applicant’s behalf and publish the mark

for opposition purposes. . . .”).

     As the foregoing makes exceedingly clear, the Examining

Attorney’s position in the instant case is supported neither by the

evidence in the record nor by application of the law to the facts.

When viewed in context, with the law properly applied to the facts,

the purported descriptiveness of “FACTORY TRACK” vanishes in favor of

the entire mark’s overarching role as a recognizable, unique source

identifier for Applicant. See In re Abcor Dev. Corp., 588 F.2d 811,

813 & n.7, 200 U.S.P.Q. 215, 218 & n.7 (C.C.P.A. 1978) (“Although a

mark may be generally descriptive, if it also functions as an

indication of origin, it is not ‘merely descriptive.’ . . . This

court has indicated that ‘merely’ means ‘only.’”). Ultimately, any

ambiguity should be resolved in Applicant’s favor, and, contrary to

the Examining Attorney’s position, Applicant respectfully submits

that the record casts significant doubt on the Examining Attorney’s



conclusion that FACTORY TRACK is merely descriptive. Consequently,

Applicant’s mark should be approved for publication without

disclaimer.

II.    CONCLUSION

     Whereas Applicant has satisfied the concerns of the Examining

Attorney, Applicant respectfully requests that the subject disclaimer

requirement be withdrawn and that Applicant’s mark be approved for

publication in its entirety without disclaimer.
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al.uspto.gov/resting2/api/img/86301489/large) has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

REQUEST FOR RECONSIDERATION

     In an Office Action issued April 28, 2015, the Examining Attorney

maintained and made final her requirement that Applicant disclaim

allegedly descriptive matter from its mark INFOR FACTORY TRACK pursuant



to Section 6 of the Lanham Act, 15 U.S.C. § 1056. In response,

Applicant hereby submits the following in further support of

registration without disclaimer.

I.      NO DISCLAIMER OF “FACTORY TRACK”

     In the Office Action, the Examining Attorney required Applicant to

enter a disclaimer of exclusive rights to the phrase “FACTORY TRACK”

apart from Applicant’s mark as a whole on the basis that it allegedly

“describes a feature or characteristic of the applicant’s goods and

services, namely, the way in which applicant’s software is used to

track efficiencies in factories in the form of goods and inventory

tracking, personnel and equipment.” Based on Applicant’s previous

arguments and evidence, the following supplemental analysis set forth

herein, and additional evidence submitted herewith, Applicant

respectfully, albeit vigorously, maintains its position that the

“FACTORY TRACK” portion of Applicant’s coined and unique mark INFOR

FACTORY TRACK is unitary and, as used in connection with Applicant’s

goods and services, is at worst suggestive and simply cannot be found

to be merely descriptive of such goods and services. Applicant’s mark

is therefore undoubtedly registrable on the Principal Register without

a disclaimer of “FACTORY TRACK.” Accordingly, Applicant respectfully

requests that the disclaimer requirement be withdrawn and that the

subject mark be approved for publication in its entirety without

disclaimer.

A.      “FACTORY TRACK” Is Unitary and Suggestive, Not Merely
Descriptive.                                      

     Contrary to the Examining Attorney’s position, Applicant

emphatically reiterates that, under the appropriate standard set forth

in Applicant’s Response to Office Action submitted March 23, 2015, and

as further explained herein, the “FACTORY TRACK” portion of Applicant’s



mark INFOR FACTORY TRACK is not merely descriptive of Applicant’s goods

and services as it by no means immediately describes or conveys

knowledge of a significant feature or characteristic of Applicant’s

software and related services to relevant consumers. Rather, the

wording FACTORY TRACK, as used in connection with the applied-for goods

and services, is a suggestive, unitary phrase that can be understood

only as a unique source identifier for Applicant and therefore requires

no disclaimer.

     Initially, Applicant respectfully maintains its position that the

fusion of “FACTORY” and “TRACK” in Applicant’s mark creates a novel,

suggestive (and thus non-descriptive), unitary phrase that engenders a

distinct commercial impression independent of the individual words

“factory” and “track.” Indeed, the mental effort that must be employed

by consumers to associate the invented phrase FACTORY TRACK with

Applicant’s goods and services exceeds the minimal degree of

imagination, thought, and perception that would be required to

recognize the descriptive nature of the discrete words “factory” and

“track” as used in respect of such goods and services. This is

particularly true here, where Applicant has transformed the verb

“TRACK” in the mark into a noun, thus creating a novel and distinctive

commercial impression. See generally Henry Hitchings, Those Irritating

Verbs-as-Nouns, N.Y. Times, March 30, 2013, available at <

http://opinionator.blogs.nytimes.com/2013/03/30/those-irritating-verbs-

as-nouns/?_r=0>, submitted herewith as Exhibit B (describing the

transmutation undergone when verbs are used as nouns and the

transformative impact such conversion has on readers). Consequently,

the creative use of the verb-turned-noun “track,” together with the

novel union of the words “factory” and “track” in their unique syntax,

necessarily requires some degree of thought and imagination to surmise



the nature of Applicant’s goods and services. Indeed, the fact that the

Examining Attorney had to dissect the FACTORY TRACK portion of

Applicant’s mark into its constituent elements prior to arriving at her

conclusion that the composite is merely descriptive underscores the

suggestive nature of FACTORY TRACK. While merely descriptive marks (or

portions thereof) immediately describe the goods or services offered

thereunder, suggestive terms require consumers to employ some degree of

imagination, thought, or perception before arriving at a conclusion as

to the nature of the goods or services. This is the hallmark of

suggestive marks.

     Moreover, while the Examining Attorney has proffered as evidence

definitions of the words “factory” and “track” and evidence of third-

party use of those words independently (most of which are non-trademark

usages), the record is significantly devoid of any evidence of use of

the phrase “FACTORY TRACK” (except that of Applicant), let alone

evidence that the novel and unique phrase carries a well-understood and

recognized meaning. While consumers of Applicant’s goods and services

may recognize and understand the individual words “factory” and “track”

and ultimately perceive a suggestive connection between FACTORY TRACK

and the nature of Applicant’s goods and services, they must first

engage in at least a minimal amount of reasoning to dissect the phrase

“FACTORY TRACK” into its constituent elements, consider the nature and

meanings of the individual words and possible meanings of the composite

phrase, and subsequently develop an understanding of the phrase

“FACTORY TRACK” as applied in the novel context of Applicant’s software

and related services, rendering it impossible immediately to associate

FACTORY TRACK with such goods and services. Indeed, absent prior

exposure to FACTORY TRACK, it is impossible for consumers immediately

to recognize the phrase as a descriptor of such goods and services. At

worst, the phrase “FACTORY TRACK” may be suggestive of Applicant’s



goods and services, but it by no means immediately conveys knowledge

about Applicant’s software and related services; rather, any

association between the phrase “FACTORY TRACK” and Applicant’s goods

and services necessitates more than a minimal degree of imagination,

thought, or perception before achieving the requisite “mental leap.”

     As previously explained, Applicant is not attempting to register

the words “factory” or “track” separately; rather, Applicant seeks

registration of its coined, unitary mark INFOR FACTORY TRACK and the

protections that flow from such registration, including the exclusive

right to use that phrase – FACTORY TRACK – in commerce in connection

with Applicant’s goods and services. Thus, the question in the subject

matter is not whether “factory” and “track” are independently merely

descriptive, but rather whether the phrase “FACTORY TRACK,” when

properly viewed in its entirety, is merely descriptive of Applicant’s

goods and services. Without evidence to support the Examining

Attorney’s disclaimer requirement, the Examining Attorney’s burden has

not been satisfied. Consequently, the disclaimer requirement cannot be

maintained.

     It cannot be overemphasized that there is no such thing as a

“factory track,” as underscored by the dearth of evidence of meaning of

such phrase in the record. Consequently, Applicant’s unusual and novel

combination of the words “FACTORY” and “TRACK” creates an inherently

distinctive commercial impression that surpasses the respective

meanings of the mark’s individual components. The trademark

significance of INFOR FACTORY TRACK is thus not derived from the

individual meanings of “factory” and “track,” but rather from the

overall suggestive commercial impression engendered by Applicant’s mark

as a whole. Indeed, in the subject case, the whole is undoubtedly

greater than the sum of its parts. Thus, the unitary mark INFOR



FACTORY TRACK is unquestionably a distinguishing mark, no component of

which requires a disclaimer.

     As the foregoing demonstrates, the FACTORY TRACK portion of

Applicant’s novel and unique mark INFOR FACTORY TRACK precludes any

possibility of immediate conveyance to consumers of the nature of

Applicant’s goods and services. Consequently, the unitary phrase

FACTORY TRACK fails to meet the threshold legal standard for mere

descriptiveness, rendering the subject disclaimer requirement

untenable. Indeed, a disclaimer requirement based on a phrase that did

not exist until its recent coinage by Applicant simply cannot stand.

Applicant’s mark INFOR FACTORY TRACK thus can only be understood as a

unique source identifier for Applicant’s goods and services and is

therefore unequivocally registrable on the Principal Register in its

entirety, without disclaimer. Accordingly, because FACTORY TRACK is

unitary and suggestive, Applicant respectfully reiterates its request

that the subject disclaimer requirement be withdrawn and that

Applicant’s mark be approved for publication in its entirety without

disclaimer of FACTORY TRACK.

B.      Past P.T.O. Determinations Favor Registration Without
Disclaimer.                                       

     Furthermore, Applicant reiterates that directly analogous third-

party marks registered on the Principal Register further underscore

Applicant’s position against descriptiveness of “FACTORY TRACK,”

including without limitation the numerous registrations attached as

Exhibit A to Applicant’s Response to Office Action submitted March 23,

2015, as well as the additional third-party registrations submitted

herewith as Exhibit C. Like Applicant’s mark, these registrations

feature marks containing the words “FACTORY” or “TRACK” for identical

or highly similar goods and/or services for which no disclaimer of such



word was required. Given that the P.T.O. has permitted registration of

the foregoing analogous marks on the Principal Register without

disclaimer of “FACTORY” or “TRACK” (or a claim of acquired

distinctiveness), Applicant’s mark INFOR FACTORY TRACK is as deserving,

if not more so, of registration without disclaimer. Indeed, while

Applicant recognizes that each case must be decided based on the

evidence before the Trademark Office, the P.T.O. has always maintained

that consistency in examination is an important, if not crucial, role

of the Trademark Office. See In re Litehouse Inc., 82 U.S.P.Q.2d 1471

(T.T.A.B. 2007) (Court encourages the P.T.O. to achieve a uniform

standard for assessing registrability of marks); In re Rodale Inc.,

80 U.S.P.Q.2d 1696, 1700 (T.T.A.B. 2006) (Board recognized that

consistency in examination is a goal of the Trademark Office); In re

Finisair Corp., 78 U.S.P.Q.2d 1618, 1621 (T.T.A.B. 2006) (Board

recognized that uniform treatment during examination is a goal of the

P.T.O.). Thus, to ensure consistent treatment between the subject mark

and the above-mentioned analogous registrations in which “FACTORY” and

“TRACK” were deemed not descriptive, Applicant respectfully reiterates

its request that the Examining Attorney withdraw the subject disclaimer

requirement and approve Applicant’s mark for publication without

disclaimer.

     Finally, contrary to the Examining Attorney’s position, the fact

that there exist third-party registrations for allegedly similar

software in which the terms FACTORY or TRACK are disclaimed or that are

registered on the Supplemental Register does not compel the conclusion

that “FACTORY TRACK” is merely descriptive of Applicant’s goods and

services. Indeed, there are many reasons why marks are registered with

disclaimers, on the Supplemental Register, or pursuant to Section 2(f).

As the Board explained in In re Serv-A-Portion Inc.:
[Third-party registrations] have no probative value for the



purpose urged by the Examining Attorney . . ., i.e. to
support his contention that these registrations reflect an
office policy as to the nonregistrability of such marks on
the Principal Register. The owners of the Supplemental
Register registrations may have requested registration on
that register merely to secure issuance of the United States
registration more quickly, in order to use them in support of
applications to register the marks in foreign countries which
require as a condition that an applicant prove prior
registration in its country of origin. As for the disclaimer
in the Principal Register registration of “Bake N Serv,” we
do not know whether that registrant contested the disclaimer
requirement or acquiesced in it.

1 U.S.P.Q.2d 1915, 1915-16 (T.T.A.B. 1986) (internal citation omitted).

     Moreover, the Examining Attorney failed to give due consideration

to the numerous third-party registrations on the Principal Register

proffered by Applicant for marks containing the terms FACTORY or TRACK

without disclaimer thereof for goods and/or services that are identical

or highly similar to those of Applicant. To the extent that the third-

party registrations made of record by the Examining Attorney have any

probative value on the issue of descriptiveness of “FACTORY TRACK,”

Applicant has clearly rebutted such registrations.

C.      All Doubts Concerning Registration Should Be Resolved in
Applicant’s Favor.                                

     Finally, as underscored in Applicant’s Response to Office Action

submitted March 23, 2015, Applicant reiterates that, where there is

doubt as to whether a mark or portion thereof is merely descriptive,

the clear weight of authority is to resolve such doubt in favor of the

applicant and to publish the mark for opposition. See, e.g., In re

Merrill Lynch, Pierce, Fenner, & Smith Inc., 828 F.2d 1567, 1571,

4 U.S.P.Q.2d 1141, 1144 (Fed. Cir. 1987) (“It is incumbent on the Board

to balance the evidence of public understanding of the mark against the

degree of descriptiveness encumbering the mark, and to resolve

reasonable doubt in favor of the applicant, in accordance with practice



and precedent.”); In re Aid Labs., Inc., 221 U.S.P.Q. 1215, 1216

(T.T.A.B. 1983) (“Where there is doubt on the matter, the doubt should

be resolved in applicant’s behalf and the mark should be published in

accordance with Section 12(c) of the [Lanham] Statute for purposes of

opposition.”); In re Entenmann’s Inc., 15 U.S.P.Q.2d 1750, 1751 n.2

(T.T.A.B. 1990) (“[I]n ex parte cases involving a refusal to register

on the basis of mere descriptiveness, it is the practice of this Board

to resolve doubts in the favor of the applicant and pass the mark to

publication.”). After all, “any person who believes that he would be

damaged by the registration will have an opportunity . . . to oppose

the registration of the mark and to present evidence. . . .” In re

Gourmet Bakers, Inc., 173 U.S.P.Q. 565, 565 (T.T.A.B. 1972); see also

In re The Gracious Lady Serv., Inc., 175 U.S.P.Q. 380, 382 (T.T.A.B.

1972) (“It is recognized that there is a large gray area in determining

the descriptiveness of a mark, and where reasonable men may differ, it

has been the practice to resolve such doubt in an applicant’s behalf

and publish the mark for opposition purposes. . . .”).

     As the foregoing makes exceedingly clear, the Examining Attorney’s

position in the instant case is supported neither by the evidence in

the record nor by application of the law to the facts. When viewed in

context, with the law properly applied to the facts, the purported

descriptiveness of “FACTORY TRACK” vanishes in favor of the entire

mark’s overarching role as a recognizable, unique source identifier for

Applicant. See In re Abcor Dev. Corp., 588 F.2d 811, 813 & n.7, 200

U.S.P.Q. 215, 218 & n.7 (C.C.P.A. 1978) (“Although a mark may be

generally descriptive, if it also functions as an indication of origin,

it is not ‘merely descriptive.’ . . . This court has indicated that

‘merely’ means ‘only.’”). Ultimately, any ambiguity should be resolved

in Applicant’s favor, and, contrary to the Examining Attorney’s



position, Applicant respectfully submits that the record casts

significant doubt on the Examining Attorney’s conclusion that

FACTORY TRACK is merely descriptive. Consequently, Applicant’s mark

should be approved for publication without disclaimer.

II.    CONCLUSION

     Whereas Applicant has satisfied the concerns of the Examining

Attorney, Applicant respectfully requests that the subject disclaimer

requirement be withdrawn and that Applicant’s mark be approved for

publication in its entirety without disclaimer.
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